
% United States Bvtent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

i: COMMISSIONER OF PATENTS AND TRADEMARKS 
P.O. Box 1450 

Akxmdm, Vcgjna 22313-1450 

WWW.DSptO.gDV 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/067,370 



02/07/2002 



Kazuhiro Otsu 



2O02-O208A 



7449 



513 7590 06/06/2003 

WENDEROTH, LIND & PONACK, L.L.P. 
2033 K STREET N. W. 
SUITE 800 

WASHINGTON, DC 20006-1021 



EXAMINER 



LE, THAO P 



ART UNIT 



PAPER NUMBER 



2818 

DATE MAILED: 06/06/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Offic Action Summary 



Application No. 

10/067,370 



Examiner 

Thao P Le 



L 

Applicants) 



OTSU ET AL 



Art Unit 

2818 



- The MAILING DA TE of this communication appears on th cover sheet with the correspondence address - 
Period f r Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 09 May 2003 . 
2a)D This action is FINAL. 2b)E] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disp sition of Claims 

4) S Claim(s) 1^9 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-5 and 9 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 07 February 2002 is/are: a)E3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (0- 

a)|^AII b)D Some*c)D None of: 

1 Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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Part of Paper No. 7 
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DETAILED ACTION 
Response to Preliminary Amendment 

1 . Preliminary Amendment filed on 02/07/02 has been entered and made of record 
as Paper No. 2 

In Preliminary Amendment, claim 4 was amended and claim 9 was added. 

Priority 

2. Acknowledge is made of applicants' claim for foreign priority base on an 
application 30746/01 filed in Japan on 02/07/01 . 

It is noted that Applicants have filled a certified copy of said application as 
required by U.S.C 119, which papers have been placed of record in the file. 

Oath/Declaration 

3. The oath/declaration filed on 02/07/02 is acceptable. 

Election/Restriction 

4. Examiner confirms that Applicants elected to prosecute Claims 1 -5 and 9 without 
prejudice in Paper No. 6. 



Specification 
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5. The specification is objected to for the following reasons: 

The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed (see MPEP § 606.01 ). 

A new abstract is required that is clearly indicative the invention and clearly 
summary of the present invention. The present abstract is unclear and unable to be 
understood by any person having skill in the art. 

35 U.S.C. 1 12, first paragraph, requires the specification to be written in "full, 
clear, concise, and exact terms." The specification is replete with terms which are not 
clear, concise and exact. The specification should be revised carefully in order to 
comply with 35 U.S.C. 112, first paragraph. The specification is unclear and confused 
(example, lines 22-32, page 4). 

The abstract and specification should be amended and must only contain subject 
matter from the original specification and any previously entered amendment under 37 
CFR 1.121 . If a substitute specification is submitted and it contains additional subject 
matter not of record, the substitute specification must be filed under 37 CFR 1.125(b) 
and must be accompanied by: 1 ) a statement that the substitute specification contains 
no new matter; and 2) a marked-up copy showing the amendments to be made via the 
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substitute specification relative to the specification at the time the substitute 
specification is filed. 

The specification has been checked to the extent necessary to determine the 
presence of all possible minor errors. However, the applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Rejections 
Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claim 1 is rejected under 35 U.S.C. § 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

In claim 1 , lines 2-14, " which separating machine separates a thinned 
semiconductor substrate from a holding substrate after a semiconductor substrate is 
bonded to the holding substrate with a thermoplastic resin and a back surface treatment 
including the thinning of the semiconductor substrate is carried out and which 
separating machine comprises a pair of vacuum adsorption heads for adsorbing the 
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holding substrate-bonded thinned semiconductor substrate respectively from the 
holding substrate side and from the thinned semiconductor substrate side opposite to 
the holding substrate side" is not clearly defined the subject matter regarded as the 
invention. 

Claim 1 recites the limitation "which separating machine " in lines 2 and 9, and "a 
thinned semiconductor substrate" in lines 2, 3. There are insufficient antecedents basis 
for these limitations in the claim. , 



Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thao P. Le whose telephone number is 703-605-1 187. The 
examiner can normally be reached on Monday-Thursday 7:30am-6: 30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Nelms can be reached on 703-308-4910. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 308-7722 for regular 
communications and (703) 308-7722 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0956. 
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